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Dear Sir: 



Transmitted herewith are a Supplemental Information Disclosure Statement (6 pages). Form 
PTO-1449 (1 page), cited non-U.S. patent documents (1 bound volume) and a return postcard for 

♦ 

filing in connection with the above-identified application. Because this Information Disclosure 

Statement is filed after receipt of a first Office Action on the Merits in the above-referenced 

application, a check for the filing fee of $180.00 is enclosed. 

The Commissioner is hereby authorized to charge any fees that may be due in 
connection with this paper or with this application during its entire pendency to 
Deposit Account No. 06-1050. A duplicate of this sheet is enclosed. 



RespectfuUy^bmitted, 




'Stephanfi^eiQi 
Reg. No. 33,73.1 
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The documents cited on the Form PTO-1449 are in the English language. Hence, in 
accordance with the requirements of 37 C.F.R. §1.98, as amended effective March 16, 1992, 
no further explanation of the listed items is necessary. 

Provided herewith is a copy of an Office Action (Document I), issued May 22, 2007, 
in corresponding U.S. application. Serial No.10/939,262 (Attorney Docket No. 21865- 
002002/6502B). U.S. application. Serial No. 10/939,262 is a continuation-in-part of the 
instant application and claims priority to U.S. provisional applications Serial Nos. 60/464,217 
and 60/428,535, to which the instant application also claims priority. The table below lists 
Document I and includes a column that provides a space next to the document to be 
considered, for the Examiner's initials. 



Examiner 
Initial 


Document 
No. 


Document 




I 


Copy of Office Action, issued May 22, 2007, in 
connection with corresponding U.S. Patent 
Application No. 10/939,262 



Further, the Office's attention is directed to the foUowdng facts and issues, which may 
be pertinent to this application: 
Litigation with Perlan Therapeutics, Inc. 

Applicant presently is in Califomia State Court litigation and previously was in 
Federal Court litigation with Perlan Therapeutics, hic. (hereinafter Perlan) (Superior Court of 
the State of CaUfomia for the County of San Diego; Case No. GIC 871276, Perlan 
Therapeutics, Inc. vs. NexBio, Inc., a California Corporation, Fang Fang M.D. Ph.D., an 
individual, andMang Yu, Ph.D., an individual, and Does 1 through 10, inclusive^ United 
States District Court, Southern District of CaUfomia, Case No. 05cVl855 BEN (BLM), 
Perlan Therapeutics, Inc. vs. NexBio, Inc., Fang Fang and Mang Yu a California 
Corporation and Case No. 06-CV-1701 WQH (LSP), Perlan Therapeutics, Inc. vs. NexBio, 
Inc., a California Corporation, Fang Fang, and Mang Yu). 

In these litigations, Perlan is the Plaintiff, and the Applicant of the instant application 
(Fang Fang, M.D. Ph.D. and Mang Yu, Ph.D.), and their company, NexBio Inc., are 
Defendants. One of several allegations by the Plaintiff relates to inventorship in the instant 
application. Plaintiff alleged that Perlan employee. Dr. Catherine Charles, should be named 
as an inventor on the instant patent application and on related patents and applications. 
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Additional claims also have been brought against the Defendants by Perlan. Several 
documents related to the litigations are discussed here and identified in the table below. 
Copies are provided herewith. 
First Federal Complaint (Document II) 

In a first Federal Complaint, filed in the United States District Court for the Southern 
District of Califomia, dated September 27, 2005 (provided herewith as Document II), one of 
the Plaintiffs several allegations relates to inventorship in the instant application. Perlan 
alleged that Defendants "[f]ailed to name Dr. Charles an inventor" on several patent 
applications, including the instant application (U.S. Application No. 10/718,896); U.S. 
Provisional Application Nos.: 60/428,535, 60/464,217, 60/561,749 and 60/580,084, to each 
of which the instant application claims priority; PCT application PCT/US2003/037158; and 
U.S. Patent Application No. 10/939,262; asserting that the Defendants "inappropriately 
identified themselves, either singly or jointly as the only named inventors." Plaintiff sought 
an Order, based on 35 U.S.C. § 1 16, to "correct inventorship and name Dr. Charles to 
pending patent applications and/or issued patents" related to these applications. Other claims 
also were made in the first Federal Complaint. 

District Court Order Granting Motion to Dismiss and Entering Judgment in 
Defendants' Favor (Documents III and IV) 

In a Motion to Dismiss Plaintiffs Complaint, Defendants moved to dismiss the 
federal clainis (including the claim related to correction of inventorship of the instant 
application) brought against them by Perlan, based on lack of subject matter jurisdiction, and 
to dismiss state court claims. Defendants' arguments with respect to the inventorship issue 
were beised on the assertion that 35 U.S.C. § 1 16 does not provide for a private cause of 
action on a pending application. 

A District Court Order granting the motion to dismiss (provided herewith as 
Document III) dated August 3, 2006 and Judgment (provided herewith as Document IV), 
dated August 4, 2006, dismissed all of Plaintiff s claims, including the claim seeking an 
Order to correct inventorship based upon 35 U.S.C. §116. In this Order granting the motion 
to dismiss, the District Court agreed with Defendants' argument that the claim seeking a 
correction of inventorship "should be dismissed because § 1 1 6 does not provide for a private 
cause of action on a pending application." The Court asserted that the "Federal Circuit has 
noted that prior to a patent being issued, only the Director of the Patent Office is given 
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authority to add a co-inventor," citing Eli Lilly & Co. v. Aradignm Corp., 376 F .3d 1352 
(Fed. Cir. 2004). In summary, the Order dismissed all federal claims brought against the 
Defendants, including that seeking correction of inventorship in the instant application, and 
dismissed all remaining claims as being matter of state law. 
Additional Documents (Documents V-XI) 

Copies of additional documents are provided, relating to subsequent Complaints and 
rulings in the litigations, none of which is based on the issue of inventorship that was 
dismissed by the Federal Court Order as noted above. A second Federal Complaint filed on 
August 22, 2006 by Perlan in the United States District Court (Southem District of 
California) (Document V); an Order dismissing the second Federal Complaint, dated January 
23, 2007 (Document VI); a United States Court of Appeals for the Federal Circuit Order 
(Document VII) dismissing Plaintiffs Appeal of the Order and Judgment entered in the first 
Federal case, dated February 12, 2007; a Second Amended Complaint filed in the Superior 
Court of the State of California for the County of San Diego by Perlan, dated April 10, 2007 
(Document VIII); and Defendants' answers to the Second Amended Complaint, dated May 
15, 2007 (Documents IX, X, and XI) are provided. As noted above, neither the second 
Federal Complaint (now dismissed) nor the Second Amended Complaint includes claims 
seeking correction of inventorship. 
Documents II-XI 

The table below lists the Documents described above (Documents II through XI) 
related to the aforementioned litigation, and includes a column that provides a space next to 
each document to be considered, for the Examiner's initials. 



Examiner 
Initial 


Document 
No. 


Document 




II 


Copy of first Federal Complaint, filed in the United 
States District Court, Southem District of Califomia, 
dated September 27, 2005; Case No. 05cvl855 BEN 
(BLM) Perlan Therapeutics, Inc, vs, NexBio, Inc., 
Fang Fang and Mang Yu a California Corporation, ' 




III 


Copy of Order granting motion to dismiss and 
denying plaintiff *s motion to exercise supplemental 
jurisdiction. United States District Court, Southem 
District of Califomia, dated August 3, 2006; Case No. 
05cvl855 BEN (BLM) Perlan Therapeutics, Inc. vs. 
NexBio, Inc., et al. 
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IV 


Copy oi Judgment in a civil case. United States 
District Court: Southern District of California, dated 
August 4, 2006; Case No. 05cvl855 BEN (BLM) 

Perlan Therapeutics, Inc. vs. NexBio, Inc., et aL 




V 


Copy of second Federal Complaint, filed in the United 
States District Court, Southern District of California, 
dated August 22, 2006; Case No. 06-CV-1701 WQH 
fLSP): Perlan Therapeutics. Inc. vs, NexBio. Inc.. a 
California Corporation, Fang Fang, and Mang Yu, 




VI 


Copy of Order dismissing case without prejudice. 
United States District Court, Southern District of 
California, dated January 23, 2007; Case No. 06-CV- 
1701 WQH.(LSP); Therapeutics, Inc. vs. 
NexBio, Inc., a California Corporation, Fang Fang, 
and Mang Yu. 




VII 


Copy of Order dismissing appeal, United States Court 
of Appeals for the Federal Circuit, dated February 12, 
2007; Case No. 05-CV-1855 BEN (BLM); Perlan 
Therapeutics, Inc. vs. NexBio, Inc., a California 
Corvoration Fan2 Fan2^ and Mans^ Yu. 




vm 


Copy oi Second amended complaint for damages and 
other relief filed in the Superior Court of the State of 
California for the County of San Diego, dated April 
10, 2007; Case No. GIC 871276; Perlan Therapeutics, 
Inc. vs. NexBio, Inc., a California Corporation, Fang 
FangM.D. Ph.D., an individual, and Mang Yu, Ph.D., 
an individual, and Does 1 through 10, inclusive. 




IX 


Conv of Defendant NexRio Tnc 's answer to 

plaintiffs Second Amended Complaint, filed in the 
Superior Court of the State of California for the 
County of San Diego dated May 15, 2007; Case No. 
GIC 871276; Perlan Therapeutics, Inc. vs. NexBio, 
Inc., a California Corporation, Fang Fang M.D. 
Ph.D., an individual, and Mang Yu, Ph.D., an 
individual, and Does I through 10, inclusive. 




X 


CoDv of Defendant Fane Fane. M.D.. Ph D 's answer 
to plaintiffs Second Amended Complaint, filed in the 
Superior Court of the State of California for the 
County of San Diego, dated May 15, 2007; Case No. 
GIC 871276; Perlan Therapeutics, Inc. vs. NexBio, 
Inc., a California Corporation, Fang Fang M.D. 
Ph.D., an individual, and Mang Yu, Ph.D., an 
individual, and Does 1 through 10, inclusive. 
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XI 



Copy of Defendant Mang Yu, Ph.D.'s answer to 
plaintiffs Second Amended Complaint, filed in the 
Superior Court of the State of California for the 
County of San Diego, dated May 1 5, 2007; Case No. 
GIC 871276; Parian Therapeutics, Inc. vs. NexBio, 
Inc., a California Corporation, Fang Fang M,D. 
Ph.D., an individual, and Mang Yu, Ph.D., an 
individual, and Does J through JO, inclusive. 



Although these documents are made known to the Patent and Trademark Office in 
compliance with Applicant's duty of disclosure, such disclosure is not to be construed as an 
admission by Applicant or. Applicant's representative that any of the documents, singly or in 
any combination thereof, is effective as prior art against the subject application. In 
accordance with 37 C.F.R.. § 1.97(h), the filing of this Information Disclosure Statement shall 
not be construed to mean that a search has been made or that no other material information as 
defined in 37 C.F.R. § 1.56(b) exists. 

Applicant respectfully requests that the Examiner review the foregoing documents 
and that they be made of record in the file history of the above-captioned application. 
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